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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

OppositionNo. 91192099
McDONALD'S CORPORATION,

Opposer,

v.

McSWEET,LLC,

Applicant.

)
)
)
)
)
)
)
)
)

Mark:
ApplicationSIN:
Filed:
Published:

McSWEET
77/722,272
April 24, 2009
September1, 2009

OPPOSER'SREPLY IN SUPPORTOFITS MOTION FORLEAVE TO AMEND ITS
NOTICE OF OPPOSITION

The Brief of Applicant, McSweet,LLC ("Applicant"), opposingOpposer'sMotion for

Leaveto Amend,grosslymischaracterizesthenatureof theproposedamendmentsto the Notice

of Opposition in an attempt to createprejudicewhere none exists. Contrary to Applicant's

assertions,Opposeris neither adding a new claim nor submitting "evidence." Furthermore,

Opposer'sproposedAmendedNotice of Oppositionwas filed beforediscoveryevenopenedin

this proceedingandis thereforetimely andwill causeno prejudicewhatsoever.

Applicant also mischaracterizesOpposer'sproposedwithdrawal of certainregistrations

which arethe subjectof Applicant'scounterclaimsasan attemptto avoidjudgmentwith respect

to Applicant'scounterclaims.BecauseOpposerhasvoluntarily surrenderedthoseregistrations,

it agreesthat the entryofjudgmentof abandonmentwith respectto RegistrationNos. 1,118,362;

1,541,797;1,552,143;1,566,184;1,943,180;and 2,289,608is proper. As a result, Applicant's

complaintsare moot. Opposer'sAmendmentsserve to streamlinethe proceedingso that a

decisionon themeritsof theregisterabilityofApplicant'sMcSweetmarkmaybereached.

A. Opposer'sProposedAmendmentsarePermissibleandShouldbeEntered

Opposer'sAmendedNotice of Oppositionincludesthreechangesfrom the initial Notice

of Opposition:(1) the additionof a sentencein paragraphNo.9explainingthat theterm"sweet"



is a genericor descriptivetennfor Applicant'spickled asparagus;(2) the additionof references

to certain decisions of the Trademark Trial and Appeal Board and the Federal Circuit

recognizingthe strengthof McDonald'sfamily of "Me" marks in paragraphNo.8; and (3) the

removalof thereferenceto certainregistrations.

1. The Amendmentsto Add Paragraphs8 and 9 Do Not Add Claims, but Merely
ProvideFurtherNoticeandAre ThereforePermissible

Sincethe functionof thenoticeof oppositionis to give fair noticeof theclaims,apartyis

allowed reasonablelatitude in its statementof its claims. Harsco Corp. v. Electrical Sciences

Inc., 9 USPQ2d1570,1571 (TTAB 1988);Seealso Ohio StateUniversityv. Ohio University,51

USPQ2d1289, 1292 (TTAB 1999) (sincepurposeof pleadingsis to give fair notice of claims,

the Board may in its discretion decline to strike even objectionablepleadingswhere their

inclusionwill not prejudiceadversepartybut ratherwill providefuller noticeofbasisfor claim).

Furthennore,"[a]mendmentsto pleadingsshouldbe allowedwith greatliberality atanystageof

theproceeding... unlessit is shownthatentryof theamendmentwould violatesettledlaw or be

prejudicial to the rights of any opposingparties." CommodoreElecs. Ltd. v.CBMKabushiki

Kaisha,26 USPQ2d1503,1505(TTAB 1993).

Opposer'snew paragraphsNos. 8 and 9 serve to clarify and provide Applicant with

additionalnoticeofOpposer'sgroundsfor its opposition. Paragraph·8,by referenceto numerous

judicial decisionsrecognizingMcDonald'sfamous"Me" family of marks, further explainsthe

basisfor Opposer'sclaim of rights in its "Me" family of marks. ParagraphNo.9, which alleges

that the tenn "sweet" is a generic or descriptive tenn for Applicant's pickled asparagus,

combineswith new paragraphNo. 10 to further explainthat Applicant'smark follows the exact

fonnatofOpposer's family of marksin that it is comprisedof the fonnative"Me" followed by a

genericor descriptivetenn. Sincebothof theseparagraphsprovidefurthernoticeof thebasisof
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Opposer'sclaimstheyareappropriateandpermissible.

Applicant's characterizationof paragraphNo. 9 as an attempt to add a claim of

genericnessis mistakenbecauseOpposerclearly does not assertthat the entire mark is the

genericnamefor Applicant'sproduct and doesnot asserta claim of genericness.Therefore,

Applicant'soppositionto this amendmentis baseless.

Similarly, Applicant's characterizationof the citation of casesrecognizingOpposer's

famous"Mc" family of marksin paragraphNo.8 as"evidenceto support"its claim is misplaced.

As explained above, paragraphNo. 8 is included to provide notice. Although the cases

themselveshaveevidentiaryvalue,themerereferenceto prior judicial decisionsin theNoticeof

Oppositiondoesnot constitutesubmissionof evidence. However,evenif thosereferenceswere

consideredevidence,the inclusionof suchfacts in theNoticeof Oppositionis not improperif it

providesadditional noticeof thegroundsfor theopposition,asit doeshere. SeeHarscoCorp. v.

Electrical SciencesInc., 9 USPQ2d1570, 1571 (TTAB 1988) (if evidentiaryfacts arepleaded,

and they aid in giving a full understandingof the complaint as a whole, they need not be

stricken). SinceparagraphNo. 8 simply providesApplicant with additional noticeof the basis

for theOpposition,it is permissibleandshouldbeentered.

2. The Amendment to Withdraw Certain Registrations From the Notice of
OppositionFocusestheProceeding

Opposer'sAmended Notice of Opposition also seeksto remove referenceto ten

registrationsinitially identified in its Notice of Opposition. Six of thoseregistrationsare the

subjectofApplicant'scounterclaims,but four othersarenot.

With respectto the registrationswhich Opposerhasvoluntarily surrenderedandseeksto

remove from the Notice of Opposition (RegistrationNos. 1,118,362;1,541,797; 1,552,143;

1;566,184;1,943,180;and 2,289,608),andwhich are the subjectof Applicant'scounterclaims,
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Opposeragreesthat Applicant is entitled to judgmenton its counterclaimsof abandonmentfor

thosemarks. Thus, Applicant'sobjectionsto the removalof thosemarksand its requestfor a

showcauseorderaremoot.

With respectto the registrationsthat Opposerseeksto remove from the Notice of

Oppositionbut which are not the subject of Applicant's counterclaims, Applicantdoes not

provide any legal argumentor valid reasonas to why Opposershould not be permitted to

withdraw those marks. As stated in Opposer'sMotion for Leave to Amend, Opposer's

withdrawalof thoseregistrationsstreamlinesthe proceeding. Despitethe fact that Opposerhas

madeclearthat it is alleginginfringementof its "Me" family of marks,Applicant haschosento

attack Opposer'sindividual registrations. Indeed, the "Me" family of marks encompasses

numerousmarksin additionto thosemarksthatarethesubjectof theregistrationsassertedin the

Notice of Opposition. And, while certain individual membersof the Me family may have

changed,the distinctive feature of the family, namely the "Me" formative has remainedthe

constantdistinctive feature of the family for the past 30 years. McDonald's long use of

numerous"Me" marksbelongingto the "Me" Family, whetheror not specific individual marks

arein currentuse,hascontributedovermanyyearsto the consumerrecognitionandfameof the

"Me" Family. Opposerhaschosento narrow its list of pleadedregistrationsillustrative of this

family to ten registrations,the validity of which is beyondreproach,to focus the proceedingon

whetherApplicant's registrationof the mark "McSweet" for pickled asparaguswill createa

likelihood of confusionwith McDonald's"Me" family of markswithout having to spendtime

addressingmaneuversby Applicant that are designedto divert this matter from the ultimate

Issue.

B. The Proposed Amendments Will Not Cause Any Prejudice to Applicant Whatsoever

Applicant's claim that the amendmentswill causeit prejudice is preposterous. The
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Motion for Leaveto Amendwasfiled beforediscoveryopenedin this proceeding,andtherefore,

therecanbe no claim that Applicantwasprejudicedby anypurporteddelay. In fact, Applicant

hasnot yet servedits initial disclosuresandtherefore, theMotion for Leaveto Amendwas filed

before any discoveryhad beenor even could havebeenconductedby Applicant. 37 c.P.R.

21.120(a).

The only casescited by Applicant for the proposition that prejudicial delay may be

groundsfor denialof an amendment,TrekBicycle Corp. v. StyleTrekLtd., 64 u.S.P.Q.2d1540

(TTAB 2001) and Int'! Finance Corp. v. Bravo Co., 64 u.S.P.Q.2d1597, 1604 (TTAB 2002),

are clearly distinguishablefrom the presentmatterbecausethosecases(a) involved significant

delaysofeightmonths(TrekBicycle)andtwo years(Int'l Finance)afterthe filing of theoriginal .

noticeof opposition,(b) hadamendmentsfiled during the discoveryperiod,and(c) involved the

additionof a new claim to the proceeding. By contrast,here,the proposedAmendedNotice of

Oppositionwas filed less than threemonthsafter the original Notice of Oppositionandbefore

discoveryhad even openedand before the partiesheld their Rule 26 discovery conference.

Moreover, the amendmentdoesnot add a new claim to the proceeding,but insteadseeksto

removethe referenceto certainregistrationsfrom the Notice of Opposition. New paragraphs

Nos. 8 and9 merelyclarify Opposer'sbasisfor theopposition.

Furthermore,Applicantwaswell awareof thecontentofparagraphsNos. 8 and9 prior to

the filing of the AmendedNotice of Opposition. In fact, Opposer'sposition that "sweet" is a

genericor descriptiveterm for Applicant'spickled asparaguswas explainedin paragraphNo.9

of theinitial Noticeof Opposition,which stated"'sweet,' [] is adescriptivetermusedto describe·

a characteristicof the processedvegetablesidentified in the SecondMcSWEET Application."

SeeNotice of Opposition,'9. Moreover,Applicant has admittedthat "the 'sweet'portion of
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Applicant's mark refers to the signature'sweet',rather than sour or sharp,brine used in the

pickling ofApplicant'sproducts."SeeExhibit A, hereto,Applicant'sAnswersto Opposer'sFirst

Setof Interrogatoriesto Applicant,atp. 10, AnswerNo. 21.

Similarly, Opposerhad identified the casescited in paragraphNo. 8 of the Amended

Notice of Oppositionto Applicant via documentsproducedto Applicant on January7, 2009, in

OppositionNo. 91178758,to registrationof the mark McSweet for use in connectionwith

"pickled gourmetvegetables,namely,pickledcocktailonions,pickledgarlic, pickled,marinated

olive medley,pickled greenbeans,andgiardiniera,namely,

a

pickled celery,carrot,redpepper,

garlic, greenbean,and cucumbermix". SeeExhibit B, hereto. Opposerhad also previously

identified McDonald's Corp. v. McKinley, i3 U.S.P.Q.2d 1895 (TTAB 1989) via

correspondencewith Applicant'scounseldatedFebruary20,2008.SeeExhibit C, hereto.Thus,

Applicant'sassertionthat it would beprejudicedby theseamendmentsor Opposer'swithdrawal

of registrationsfrom theNoticeof Oppositionis simplynot credible. Indeed,giventhenatureof

the proposedamendments,which will streamlinethis proceedingand narrow the issuesby

removing Applicant's counterclaims for cancellation, Applicant's opposition to those

amendmentsandbaselessclaimsof prejudiceappearto be little morethanan attemptto unduly

compoundtheseproceedingsand burden Opposerand the Board with unnecessarymotion

practiceanddiscovery.

WHEREFORE,OpposerrespectfullyrequeststhatheBoardgrantits Motion for Leaveto

Amend its Notice of Opposition,enterthe AmendedNotice of Oppositionand grantwhatever

otherrelief it deemsproper.

Respectfullysubmitted,

McDONALD'S CORPORATION
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Date: January19, 2010
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By: /LawrenceE. James,Jr.!
JohnA. Cullis
LawrenceE. James,Jr.
NEAL, GERBER& EISENBERGLLP
2 N. LaSalleStreet,Suite1700
Chicago,IL 60602
(312)269-8000Telephone
(312)269-1747Facsimile



CERTIFICATEOF TRANSMISSION

I, LawrenceE. James,Jr., herebycertify that the foregoingOpposer'sReplyin Support
ofIts Motion for Leaveto AmendIts NoticeofOpposition is being sentvia First ClassU.S.
Mail andelectronicallytransmittedvia the ElectronicSystemfor TrademarkTrials andAppeals
("ESTTA") at http://estta.uspto.gov/on thedatenotedbelow:

Date: January19, 2010 By: /LawrenceE. James,Jr.!
Oneof theAttorneysfor McDonald'sCorporation

JohnA. Cullis
LawrenceE. James,Jr.
Neal,Gerber& EisenbergLLP
Two North LaSalleStreet,Suite1700
Chicago,Illinois 60602-3801
(312)269-8000

CERTIFICATE OF SERVICE

I, LawrenceE. James,Jr., statethat I serveda copyof the foregoingOpposer'sReplyin
Supportof Its Motion for Leaveto AmendIts Notice of Opposition upon counsel for the
Applicant for Application Serial No. 77/772,272at the addressof record as listed with the
USPTO:

KatherineHendricks
HENDRICKS & LEWIS PLLC
901 Fifth Ave., Ste4100
Seattle,WA 98164

via First ClassMail in accordancewith TrademarkRule §§ 2.201 and2.119on this 19thdayof
January,2010.

/LawrenceE. James,Jr.!
LawrenceE. James,Jr.

NGEDOCS:1672139.1
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EXHIBIT A .


























































